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t OR FURTHER ACTION Examination Report (Form PC T/IPEA/4 1 6) 


International application No. 
1 PCT/JP00/04838 


International filing date (day/month/year) 

19 July 2000(19.07.00) 


Priority date (day/month/year) 

19 July 1999(19.07.99) 


International Patent Classification (IPC) or national classification and IPC 

C07C 69/74, 67/02, 67/03, C10M 129/72, 129/95, C10N 30:08, 30:00, 40:30 


Applicant 

NEW JAPAN CHEMICAL CO., LTD. 



1. This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of 

□ 



. sheets, including this cover sheet. 



This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see 
Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of 



. sheets. 



3. This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

yj | x I Certain documents cited 

YII | | Certain defects in the international application 

vni | 1 Certain observations on the international application 



I 

n □ 
in □ 

IV □ 

V 



Date of submission of the demand 

1 7 November 2000 ( 1 7. 1 1 .00) 


Date of completion of this report 
j 07 May 2001 (07.05.2001) 


Name and mailing address of the IPEA/JP 
Facsimile No. 


Authorized officer 
Telephone No. 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



fternational application No. 

PCT/JP00/04838 



I. Basis of the report 



1. With regard to the elements of the international application:* 
the international application as originally filed 
the description: 

pages 

pages 

pages 



□ 



, as originally filed 
, filed with the demand 



, filed with the letter of 



□ 



the claims: 

pages 

pages 

pages 

pages 



, as originally filed 

_ , as amended (together with any statement under Article 1 9 
, filed with the demand 



. , filed with the letter of 



□ 



the drawings: 

pages 

pages 

pages 



, as originally filed 
, filed with the demand 



filed with the letter of 



I | the sequence listing part of the description: 

pages 

pages 

pages 



, as originally filed 

filed with the demand 



. filed with the letter of 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is: 

□ 

the language of a translation furnished for the purposes of international search (under Rule 23. 1(b)). 

□ 

the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

□ 

contained in the international application in written form, 
filed together with the international application in computer readable form, 
furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readable form. 

The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 



□ 
□ 
□ 
□ 

□ 



The amendments have resulted in the cancellation of: 

□ 

the description, pages 

the claims, Nos. 

the drawings, sheets/fig 

5 I 1 This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
— beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rule 70 J 6 
and 70.17). 

' Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Statement 

Novelty (N) 

Inventive step (IS) 
Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



6-13, 16-32 



1-5, 14-15 



16-32 



1-15 



1-32 



YES 
NO 
YES 
NO 

YES 
NO 



Citations and explanations 



Document 1 : 



Document 2 



Document 3 



Document 4 



Document 5 



Document 6: 



Document 7 



WO, 97/21792, Al (New Japan Chemical Co., 
Ltd.), 16 June 1997 (16.06.97) 

JP, 4-226193, A (Hoechst AG), 14 August 1992 
(14 .08. 92) 

JP, 10-130673, A (New Japan Chemical Co., 
Ltd.), 19 May 1998 (19.05.98) 
US, 5342533, A (Mitsubishi Oil Co., Ltd.; 
Mitsubishi Electric Corp.), 30 August 1994 
(30.08.94) 

JP, 7-233385, A (Tonen Corp.), 5 September 
1995 (05. 09. 95) 

JP, 10-140170, A (Kao Corp.), 26 May 1998 
(26.05. 98) 

JP, 6-25683, A (Kao Corp.), 1 February 1994 
(01.02.94) 



Claims 1 to 5 and 14 to 15 

The inventions described in Claims 1 to 5 and 14 to 
15 are not novel and do not involve an inventive step in 
the light of Documents 1 to 3 cited in the international 
search report. 

Document 1 discloses an ester of an alicyclic 
polycarboxylic acid. Documents 2 and 3 disclose an ester 
of an aromatic carboxylic acid. Based on the last phrase 
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in each of Claims 1 to 5 and 14 to 15, the inventions 
described therein are considered to be compounds. Many 
properties, such as total acid value and sulfated ash 
content, are specified for the inventions described in 
said claims. However, when considered as inventions of 
compounds, there are no modifications made to the 
compounds themselves. Therefore, the compounds disclosed 
in Documents 1 to 3 are indistinguishable from the 
inventions (compounds) described in said claims. 

Claims 6 to 13 

The inventions described in Claims 6 to 13 do not 
involve an inventive step in the light of Documents 1 to 7 
cited in the international search report. 

Documents 1 to 3 indicate that an ester of an 
alicyclic or aromatic polycarboxylic acid can be prepared 
by using a method for esterifying an alcohol ingredient 
and an acid ingredient or by using a known esterif ication 
method such as an ester exchange reaction, and that the 
prepared ester compound is suitable for use as a 
lubricating oil in a refrigerator. Meanwhile, Document 4 
discloses an acid value of 0.02 mgKOH/g or less, water 
content of 20 ppm or less, and sulfur content of 5 ppm or 
less as desirable properties for a lubricating oil for use 
in a refrigerator. Document 5 discloses a peroxide number 
of 1.0 meq/kg or less, electrical resistivity of 1 x 10 14 
Qcm or greater, total acid value of 0.05 mgKOH/g or less, 
and ash content of 5-50 ppm as desirable properties for a 
lubricating oil for use in a refrigerator. Document 6 
discloses a hydroxyl value of 3 mgKOH/g or less as a 
desirable property for a lubricating oil for use in a 
refrigerator. Document 7 discloses a phosphorus content of 
2 ppm or less as a desirable property for a lubricating 
oil for use in a refrigerator. A person skilled in the art 
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could easily conceive of using a known esterif ication 
method to prepare a compound having the properties 
disclosed in Documents 4 to 7 in order to obtain an ester 
of an alicyclic or aromatic carboxylic acid suitable for 
use as a lubricating oil for use in a refrigerator, which 
is an invention disclosed in Documents 1 to 3. 

Claims 16 to 32 

The inventions described in Claims 16 to 32 are 
novel and involve an inventive step relative to Documents 
1 to 7 cited in the international search report. 

Documents 1 to 7 neither indicate nor suggest an 
ester mixture having specific properties, a method for 
preparing said mixture, or a refrigerator lubricating oil 
containing said mixture. 
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VI. Certain documents cited 



1. Certain published documents (Rule 70.10) 



Application No. 
Patent No. 



*See supp. sheet 



Publication date 
( day /month/year) 

03.10.00 



Filing date 

(day/m onth/year) 

26.03.99 



Priority date (valid claim) 
(day/month/year) 



♦See supp. sheet 



03.10.00 



16.03.99 



2. Non-written disclosures (Rule 70.9) 

Kind of non-written disclosure 



Date of non-written disclosure 
(day /month/year) 



Date of written disclosure 
referring to non-written disclosure 
(day/ month/year) 
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A. CLASSIFICATION OF SUBJECT MATTER 

Int. CI 7 C07C69/74, C07C67/02, C07C67/03, C10M129/72, 
C10M129/95, C10N30:08, C10N30:Q0, C10N40:30 

According to International Patent Classification (IPC) or to both national classification and IPC 



B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 

Int. CI 7 C07C69/74, C07C67/02, C07C67/03, C10M129/72, 
C10M129/95, C10N30:08, C10N30:00, C10N40:30 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 
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